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Response to Arguments 

1. Applicant's arguments with respect to claims 9-19,21-53,57-69 have been 
considered but are moot in view of the new ground(s) of rejection. 

DETAILED ACTION 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 54-56 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claim 54 recites a limitation that reads "disable the antenna to enable a 
communication mode". One skilled in the art would recognize that a communication will 
not function without a use of an antenna. 
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Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 9-19, 21, 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chmaytelli (US 6,233,464) in view of Namekawa et al. (US 5,519,763). 

Regarding claim 9, Chmaytelli teaches a method for selectively disabling the wireless 
communication functionality of an integrated portable computing-communication device 
(see figs 1 and 2; col. 2, lines 25-34, lines 47-50), the method comprising: enabling a 
first mode of operation in which both wireless communication functionality and local 
functionality of the device are enabled (see col. 3, lines 34-45; see option 1 where the 
PDA and the telephone are on when the stylus is removed); enabling a second mode of 
operation in which the communication functionality is disabled and the local functionality 
is enabled (see col. 3, lines 34-45). In this case, since other options, may be offered as 
required, can be set by the user (see col. 2, lines 6-24), it is obvious that the system of 
Chmaytelli is capable of providing a second mode of operation in which the 
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communication functionality is disabled and the local functionality is enabled); and 
switching between the first and second modes of operation (as stated in col. 3, lines 34- 
45, the action of removing and replacing the stylus into its holder creates at least two 
modes of operations.). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to set the functionality combinations of the 
device of Chmaytelli, as allowed by Chmaytelli, in order to obtain more options that fulfill 
the needs of the user. 

Still regarding claim 9, Chmaytelli fails to teach switching between the first and second 
modes of operation in response to a signal broadcast in a particular region. Namekawa, 
in an analogous art, teaches switching between fax and telephone mode in response to 
an external wireless device that demodulates the fax signals to signals suited for 
wireless communication (see abstract of Namekawa; also see fig. 1; col. 5, lines 29-54). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to provide the above teaching of Namekawa to Chmaytelli in order 
for the combined system to conveniently compatibly accept fax signals. 

Regarding claim 10, the combination of Chmaytelli and Namekawa teaches the method 
of claim 9, further comprising providing a third mode of operation in which neither the 
wireless communication functionality nor the local functionality of the device is enabled 
(see Chmaytelli, col. 3, lines 43-45). 
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Regarding claim 1 1, the combination of Chmaytelli and Namekawa teaches the method 
of claim 9, wherein selectively switching between the first and second modes of 
operation comprises: in the first mode of operation, providing power to a computing unit 
and a radio communication unit of the integrated portable computing-communication 
device, wherein the computing unit provides the local functionality and the radio 
communication unit provides the communication functionality; and in the second mode 
of operation, providing power to the computing unit, and not providing power to the 
communication unit (reference Chmaytelli, col. 3, lines 33-35, when the PDA and the 
telephone are on; also see figs. 2,3,4). 

Regarding claim 12, the combination of Chmaytelli and Namekawa teaches the method 
of claim 9, wherein selectively switching between the first and second modes of 
operation comprises disabling at least a portion of a radio communication unit that 
provides the communication functionality in the second mode of operation (see 
Chmaytelli, col. 6, lines 6-24). 

Regarding claims 13-16, the cellular communication technology is inherently known to 
provides data transfer between the mobile units and a network that is capable of 
carrying data, voice and Internet communication so that in the first mode of operation, 
the wireless telephone of Chmaytelli and Namekawa would provide the capabilities 
mentioned above for the benefit of pleasing cellular customers with variety of choices to 
communicate from one party to another. 
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Regarding claim 17, the claim is the apparatus claim of claim 9, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 9. In 
addition, Namekawa also teaches a selection means triggered by an external entity (see 
Namekawa, fig. 1; col. 5, lines 29-54). 

Regarding claim 18, the combination of Chmaytelli and Namekawa teaches the 
apparatus of claim 17, wherein the selection means comprises a switching means to 
switch between the first and second modes of operation (see Chmaytelli, figs. 2,3, and 4 
of Chmaytelli). 

Regarding claim 19, the combination of Chmaytelli and Namekawa teaches the 
apparatus of claim 18, wherein the switching means is coupled to a power supply 
means, the switching means to disable the supply of power from the power supply 
means to at least a portion of the second means (see figs. 2,3, and 4 of Chmaytelli). 

Regarding claim 21, the combination of Chmaytelli and Namekawa teaches that the 
external entity comprises a transmitter to transmit a signal to trigger the selection means 
to select between the first and second modes of operation (see . 
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Regarding claim 22, the combination of Chmaytelli and Namekawa teaches the 
apparatus of claim 17, further comprising an indication means for indicating whether the 
apparatus is operating in the first or the second mode of operation (see Chmaytelli, col. 

2, lines 6-18). 

3. Claims 23-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chmaytelli (US 6,233,464) in view of Matsuo (JP 41 1017829 A). 

Regarding claim 23, Chmaytelli teaches an integrated device combining user-operated 
computing functionality and wireless communication, a method comprising: enabling 
access to user-operated computing functionality and access to sending and receiving 
wireless signals (see col. 3, lines 34-45). However, Chmaytelli fails to teach 
subsequently disabling the access to sending wireless signals; while simultaneously 
maintaining the access to the user-operated computing functionality and the access to 
receiving wireless signals. Matsuo, in an analogous art, teaches a FAX-TEL unit that 
discriminates the transmitter in the Fax reception mode (see Abstract and Solution of 
Matsuo). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to provide the above teaching of Matsuo to Chmaytelli in 
order for the combined system to avoid noise or interference from the transmitter when 
receiving fax data. 

Regarding claim 24, the combination of Chmaytelli and Matsuo teaches the method of 
claim 23, wherein disabling the access to the receiving wireless signals comprises 
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disabling at least a portion of a radio frequency (RF) unit (see Chmaytelli, col. 6, lines 6- 
24). 

Regarding claim 25, the combination of Chmaytelli and Matsuo teaches the method of 
claim 24, wherein disabling the portion of the RF unit comprises disabling the portion of 
the RF unit with a switch (see Chmaytelli, figs. 2-4). 

Regarding claims 26,27,28 once the power supporting the radio communication is 
turned off the entire RF circuitry should be off including the oscillator. In addition, the 
computer of Matsuo is capable of organizing the above functions when combined with 
Chmaytelli. 

Regarding claims 29 and 30, the claims have the limitation as that of claim 26, therefore 
it is interpreted and rejected for the same reason set forth in the rejection of claim 26. 
Similar to rejection of claim 26, when the power supporting the radio communication is 
turned off the entire RF circuitry should be off including the antenna. 

Regarding claims 31 and 32, Chmaytelli does not mention disabling access to making 
and receiving calls by increasing the shielding of the antenna. However, it is inherently 
known in the art that when an antenna is retracted form its operating extended position 
into its housing, the housing will act as shielding mechanism to prevent radio waves 
from transmitting/receiving to/from a communication device. 
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Regarding claim 33, the combination of Chmaytelli and Matsuo teaches disabling the 
access to the making and receiving wireless calls comprises disabling the access in 
response to selection of a soft key on the device (see fig. 2 of Chmaytelli, in this case 
the stylus action trigger and the switch reads on the soft key of the device). 

Regarding claim 34, the combination of Chmaytelli and Matsuo teaches disabling the 
access to the making and receiving wireless calls comprises disabling the access in 
response to toggling of a mechanical switch on the device (see fig. 2 of Chmaytelli, also 
see col. 2, lines 6-18). 

Regarding claim 35, the claim has the limitation as that of claim 34, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 34. 

Regarding claim 36, the claim has the limitation as that of claim 13, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 13. 

Regarding claim 37, the claim has the limitation as that of claim 23, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 23. 

Regarding claim 38, the combination of Chmaytelli and Matsuo teaches the content to 
provide instructions to result in the integrated device performing operations including 



Application/Control Number: 09/745,493 Page 10 

Art Unit: 2618 

disabling the access to sending wireless signals comprises the content to provide 
instructions to result in the integrated device performing operations including disabling 
at least, a portion of a radio frequency (RF) unit (see Abstract and Solution of Matsuo). 

Regarding claim 39, the claim has the limitation as that of claim 38, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 38. 

Regarding claim 40, the claim has the limitation as that of claim 38, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 38. 

Regarding claim 41 , the claim has the limitation as that of claim 38, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 38. Also 
see the rejection of claim 29 

Regarding claim 42, the claim has the limitation as that of claim 33, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 33. 

Regarding claim 43, the claim has the limitation as that of claim 34, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 34. 

Regarding claim 44, the claim has the limitation as that of claim 35, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 35. 
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Regarding claim 45, the claim has the limitation as that of claim 37, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 37. 

Regarding claim 46, the claim has the limitation as that of claim 38, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 38. 

Regarding claim 47, the claim has the limitation as that of claim 40, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 40. 

Regarding claim 48, the claim has the limitation as that of claim 24, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 24. 

Regarding claim 49, the claim has the limitation as that of claim 29, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 29. 

Regarding claim 50, the claim has the limitation as that of claim 30, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 30. 

Regarding claim 51 , the claim has the limitation as that of claim 31 , therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 31 . 
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Regarding claim 52, the claim has the limitation as that of claim 35, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 35. 

Regarding claim 53, the claim has the limitation as that of claim 26, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 26. 

Regarding claim 57, the claim has the limitation as that of claim 23, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 23. In 
addition, Matsuo also teaches a way to indicate the switching between modes by a 
sound of a bell (see Solution of Matsuo). 

Regarding claim 58, the claim has the limitation as that of claim 48, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 48. 

Regarding claims 59,60,61 ,62, the claims have the limitation as that of claim 48, 
therefore it is interpreted and rejected for the same reason set forth in the rejection of 
claim 48. 

Regarding claim 63, Chmaytelli teaches the method of claim 57, wherein detecting the 
event comprises detecting a user input (see Chmaytelli, figs. 1-4). 



Application/Control Number: 09/745,493 Page 13 

Art Unit: 2618 

Regarding claim 64, the claim has the limitation as that of claim 36, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 36. 

Regarding claim 65, the claim has the limitation as that of claim 9, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 9 
regardless of where the application is implemented. In addition the combination of 
Chmaytelli and Matsuo also teaches automatically switching between modes (see 
Solution of Matsuo; also see fig. 1; col. 5, lines 29-54 ; also see Chmaytelli, ). 

Regarding claims 66 and 67, see fig. 2 of Chmaytelli. 

Regarding claim 68, the claim has the limitation as that of claim 53, therefore it is 
interpreted and rejected for the same reason set forth in the rejection of claim 53. 

Regarding claim 69, the combination of Chmaytelli and Nakamura teaches the method 
of claim 65, wherein the trigger received at the device comprises a signal received 
automatically from an external entity (see Solution of Matsuo; also see fig. 1; col. 5, 
lines 29-54 ; also see Chmaytelli, ). 

Allowable Subject Matter 
4. Claims 1-8 are allowed for the reason stated in applicant's remarks filed 
06/14/06. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MINH D. DAO whose telephone number is 571-272- 
7851 . The examiner can normally be reached on 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW ANDERSON can be reached on 571-272-4177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Matthew Anderson 
Superviser AU 2618 



August 28, 2006 



